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2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 9-13.15-19 is/are rejected. 
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Application Papers 

9) 0 The specification is objected to by the Examiner. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 22 August 2008 has been entered. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 10 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. It is unclear what Applicant considers his boundaries with the range claimed, 
since claim 9 states about 80-87.5 % while claim 10 states 85% or more, which could eclipse 
about 87.5%. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 9-13, 15-19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nakagawa et al (5930989). 
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Nakagawa teaches a fiber yam containing a filament of cellulose-based fiber having a 

thickness of about 10-600 dtex (83), twist of 0-3000 T/M (zero for false twist), alpha cellulose of 

about 80-87.5 wt% and total with beta cellulose of 90 wt% or more (inherent of viscose rayon), 

and false twisted then circular knit into a fabric (Column 5, lines 63-67). In regards to being 

biomass, of bamboo origin, this is considered product by process, and in assessing the subject 

matter of product-by-process claims, it is necessary to bear in mind certain principles. Foremost 

among these is the principle that even though product-by-process claims are limited by and 

defined by the process, determination of patentability is based on the product itself In re 

Thorpe , 777 F.2d 695, 227 USPQ 964 (Fed. Cir. 1985); In re Brown . 459 F. 2d 531, 173 USPQ 

685 (CCPA 1972); In re Pilkington . 411 F.2d 1345, 162 USPQ 145 (CCPA 1969). Thus, the 

patentability of a product does not depend on the method of production. Thorpe, supra . If the 

product in a product-by-process claim is the same as or obvious from a product of the prior art, 

the claim is unpatentable even though the prior product was made by a different process. 

Thorpe , supra ; In re Marosi . 710 F.2d 799, 218 USPQ 289 (Fed. Cer. 1983). The Court of 

Customs and Patent Appeals discussed these principles as well as the rationale for rejection of 

such claims over prior art disclosures of products in In re Brown . 459 F.2d 531, 173 USPQ 685 

(CCPA 1972) as follows: 

In order to be patentable, a product must be novel, useful and unobvious. In our 
law, this is true whether the product is claimed by describing it, or by listing the 
process steps used to obtain it. This latter type of claim, usually called a product- 
by-process claim, does not inherently conflict with the second paragraph of 35 
use 1 12. [citation omitted] That method of claiming is therefore a perfectly 
acceptable one so long as the claims particularly point out and distinctly claim the 
product or genus of products for which protection is sought and satisfy the other 
requirements of the statute. It must be admitted, however, that the lack of 
physical description in a product-by-process claim makes determination of the 
patentability of the claim more difficult, since in spite of the fact that the claim 
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may recite only process limitations, it is the patentability of the product claimed 
and not of the recited process steps which must be established. We are therefore 
of the opinion that when the prior art discloses a product which reasonably 
appears to be either identical with or only slightly different than a product claimed 
in a product-by-process claim, a rejection based alternatively on either section 102 
or section 103 of the statute is eminently fair and acceptable. As a practical 
matter, the Patent Office is not equipped to manufacture products by the myriad 
of processes put before it and then obtain prior art products and make physical 
comparisons therewith, (emphasis in the original, footnotes omitted). 

Thus, although process limitations distinguishing the product over the prior art must be 

given the same consideration as traditional product characteristics. In re Hallman . 655 F.2d 

212, 210 USPQ 609 (CCPA 1981), In re Luck . 476 F.2d 650, 177 USPQ 523 (CCPA 1973), and 

although product-by-process claims are limited by and defined by the process, determination of 

patentability remains based upon the product itself, Thorpe . 227 USPQ at 966. 

In view of the similarities between the claimed process, i.e. "bamboo based viscose rayon", and 

that of the prior art of Nakagawa, it is reasonable to believe that the product made by the prior art 

process would be either identical to or only slightly different from the claimed product. In such a 

situation, the burden of proof shifts to applicant to prove that the claimed product is materially 

different. 

Response to Arguments 

5. Applicant's arguments filed 27 June 2008 have been fiiUy considered but they are not 
persuasive. 

As previously explained. Examiner's position is that the starting material of the resultant 
product is irrelevant. Applicant argues that the size of his cellulose molecules is different, that 
his lignin content is different. Examiner, however, cannot find such limitations in the claims as 
written. And Examiner has not received one bit of evidence to support such an argument. 
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Again, Examiner appreciates that Applicant has decided to derive his alpha and beta cellulose 
from bamboo, but such cellulose has already been derived from cotton and wood in the past. 
Applicant even admits this in his specification. And as far as the range given for the alpha wt % 
content, Wizani et al (5676795), Column 1, lines 35-37 teaches that such concentrations are 
inherent of rayon, such as that taught in Nakagawa. And hemicelluloses, including beta and 
gamma, are inherent in smaller percentages in such products. If Applicant is attempting to argue 
that the production of this fiber from bamboo is new and inventive, then it is suggested that he 
consider filing and prosecuting method claims, since method reasoning seems to be the basis of 
his arguments. Finding a new way to produce a product does not make the resultant product 
patentable. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shaun R. Hurley whose telephone number is (571) 272-4986. 
The examiner can normally be reached on Mon - Fri, 8:00 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Gary Welch can be reached on (571) 272-4996. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Shaun R Hurley 
Primary Examiner 
Art Unit 3765 

SRH 

04 September 2008 
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Primary Examiner, Art Unit 3765 



